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California, Northern Division

JURISDICTION

This is an appeal from that part of a judgment of the

District Court (Beaumont, D. J.) dismissing plaintiffs-

appellants' complaint for infringement of United States

Letters Patent No. 2,538,167 on the basis of invalidity of

said patent.
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The District Court's jurisdiction is based upon the pat-

ent laws of the United States, as alleged in the complaint

(Tr. 3) and admitted in the answer (Tr. 6), and more spe-

cifically upon 28 U.S.C. § 1338.

Title 28 U.S.C. § 1291 gives this Court jurisdiction of

this appeal.

STATEMENT OF THE CASE

A. The Nature of the Controversy.

This is a suit for infringement of Letters Patent No.

2,538,167, granted January 16, 1951, to Theodore G. Schmei-

ser and for infringement of Letters Patent No. Des. 137,446,

granted March 14, 1944, to Theodore G. Schmeiser. No

appeal has been taken from the judgment of the court

below that the latter patent is invalid.

B. The Parties.

Plaintiffs-appellants, Ethel R. Schmeiser and K. George

Anderson, are respectively, executrix and executor of the

estate of the patentee, Theodore G. Schmeiser, deceased.

Ethel R. Schmeiser is the owner of the entire right, title

and interest in and to Letters Patent No. 2,538,167 (Tr. 47),

having been joined, upon motion during pendency of the

cause, as a distributee of the Estate of Theodore George

Schmeiser, deceased (Tr. 56).

Defendant-appellee, Y. Thomasian (sometimes known as

Yei)pie Thomas), is an individual doing business under the

fictitious name and style of Thomas Welding and Manu-

facturing Co., with a place of business in Fresno, Cali-

fornia.

Defendant-appellee w^as employed by Theodore G. Schmei-

ser in the latter's business of making and selling ground

pulverizers during the period from December 9, 1939 to

December 27, 1941 (Tr. 365-366; Plaintiff's Exhibit 25).
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C. The Pleadings.

The Complaint on file herein charged the defendant-

appellee with infringement of Letters Patent No. 2,538,167

by making, selling, and causing to be used earth working

roller units embodying the invention disclosed and claimed

in said letters patent.

The defendant-appellee's Answer denied infringement of

Letters Patent No. 2,538,167. The allegation that the

required statutory notice had been placed on all earth work-

ing roller units made and sold by T. G. Schmeiser and by

the plaintiffs-appellants was denied for lack of information,

but defendant admitted (Tr. 7) that he received written

notice of infringement and that he had actual notice of the

issuance of said letters patent.

Included among the defenses raised by the answer were

the following : that each of the claims of Letters Patent No.

2,538,167 is invalid in view of the prior art pleaded (Tr. 8)

;

and that each of said claims is invalid because the invention

defined thereby had been on sale and in public use more than

one year prior to the etfective filing date, May 8, 1944, of

the patent application which matured into Letters Patent

No. 2,538,167.

Do Disposition of the Case by the Court.

After a trial upon the merits, the District Court, on Janu-

ary 23, 1954, gave its oral opinion (Tr. 439-440) that Letters

Patent No. 2,538,167 was invalid and void for each of the

following grounds : that a sale of a machine had been made

to one Chezick as early as 1941 ; that a sale of a machine had

been made to one Britton before May 8, 1943 ; and that Hen-

derson Patent No. 1,190,257 was anticipatory of the plain-

tiffs' patent.
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Thereafter, the District Court adopted, substantially in

their entirety, the findings and conclusions (Tr. 41-46) sub-

mitted by defendant-appellee's counsel, and on May 21, 1954,

a Judgment (Tr. 47-48) was entered adjudging Letters Pat-

ent No. 2,538,167 and each of the claims thereof invalid

and void.

E. The Schmeiser Invention.

The earth working roller unit forming the invention of

the patent in suit (Tr. 445-448) comprises a tube, or draft

cylinder, and a plurality of externally toothed hubless rings

freely sleeved on said tube for independent radial move-

ment thereon, with the differential between the internal

diameter of said rings and the outside diameter of said tube

being substantially in excess of the thickness of said rings,

whereby when the assembly is towed over ground to be

worked adjacent rings may move radially with respect to

each other a sufficient distance to disclose the dirt-accumu-

lating space between the tube and rings to the atmosphere

to enable dirt to be discharged therefrom.

The contribution to the earth working roller art provided

by such structure and the operational and functional advan-

tages offered thereby over prior known structures will be

dwelt on at length hereafter in sections of this brief dealing

with findings of fact of the court below concerning the ques-

tions of anticipation and lack of invention of the Schmeiser

roller unit.

SPECIFICATION OF ERRORS

The following errors are specified as those which will be

urged in support of this appeal

:

1. The Court erred in finding that the evidence conclu-

sively establishes that on or about December 8th, 1941, and
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before May 8th, 1943, Theodore G. Schmeiser sold to Alvin

Chezick, of Chowchilla, California, a ground pulverizer of

the non-flexible type having rollers that had no free play,

that was subsequently, but prior to December 8th, 1941,

changed by said Theodore Gr. Schmeiser to embody all of the

elements of each of the four claims of the Schmeiser patent

No. 2,538,167 in suit, and which ground pulverizer was not

experimental.

2. The Court erred in concluding that Letters Patent

No. 2,538,167 in suit and each of the claims thereof, are

anticipated by the asserted sale by Theodore G. Schmeiser

to Alvin Chezick, of Chowchilla, California, of a ground

pulverizer which was changed prior to December 8th, 1941,

to embody all of the elements of each of the claims of said

Letters Patent.

3. The Court erred in finding that there was evidence

conclusively establishing that on or about May 1, 1943, and

before May 8, 1943, Theodore G. Schmeiser sold to Vernon

C. Britton, of Firebaugh, California, a ground pulverizer

embodying all of the elements of each of the four claims

of the Schmeiser patent No. 2,538,167, in suit, and which

ground pulverizer was not experimental.

4. The Court erred in concluding that Letters Patent No.

2,538,167 in suit, and each of the claims thereof, are antici-

pated by an asserted sale on May 1, 1943, by Theodore G.

Schmeiser to Vernon C. Britton, of Firebaugh, California,

of a ground pulverizer embodying all of the elements of each

of the claims of said Letters Patent.

5. The Court erred in finding that whereas the United

States Patent Office cited a number of prior art references

in the files of the Schmeiser application. Serial No. 534,570,

filed May 8, 1944, and Serial No. 76,717, filed February 16,
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1949, it did not consider the United States patent to Hen-

derson, No. 1,190,257, dated July 4, 1916.

6. The Court erred in finding that the Henderson patent

(1,190,257) is more pertinent to the alleged invention of the

Schmeiser patent No. 2,538,167 than any of the cited art.

7. The Court erred in finding that the Henderson patent

(1,190,257) shows ground rollers which loosely encircle a

central member with sufficient clearance to be self-cleaning,

and particularly self-cleaning in the sense of the invention

forming the subject matter of the Schmeiser Patent 2,538,-

167, in suit.

8. The Court erred in finding that the Henderson Pat-

ent destroys the presumption of validity of the Schmeiser

Patent 2,538,167, in suit.

9. The Court erred in finding and concluding that the

Henderson Patent No. 1,190,257, anticipates the Letters Pat-

ent in suit, No. 2,538,167 and each of the claims thereof.

10. The Court erred in finding and concluding that the

Schmeiser Patent 2,538,167, in suit, and each of the claims

thereof, do not or fail to define invention over the disclosure

of Henderson ]*atent 1,190,257, taken together with the dis-

closure of the Schmeiser Patent 2,288,110.

11. The Court erred in concluding and adjudging that

the Letters Patent No. 2,538,167, in suit, is invalid and void

as to each and all of the claims thereof.

12. The Court erred in dismissing the complaint herein

with prejudice.

13. The Court erred in concluding that final judgment

should be entered in favor of the defendant, with costs

and disbursements, and in entering such a judgment.
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SUMMARY OF ARGUMENT

I. The Schmeiser Invention as Claimed Is Clearly Not Anticipated

by Henderson Patent No. 1,190.257.

(a) The Schmeiser invention completely solves the self-

cleaning problem of the earth working roller art.

(b) The road roller of Henderson 1,190,257 is not self-

cleaning in the manner of the Schmeiser earth working

roller.

(c) None of the essential characteristics of the Schmeiser

unit which together enable optimmn self-cleaning are dis-

closed in Henderson 1,190,257.

II. The Schmeiser Patent Clearly Defines an Invention Over Hen-

derson 1,190,257 and Schmeiser 2,288,110.

(a) The invention of the patent in suit was characterized

by the patentee as being an improvement over the apparatus

of his earlier patent No. 2,288,110 and was so recognized by

the Patent Office.

(b) Both Henderson 1,190,257 and Schmeiser 2,288,110

fail to disclose the essential structural characteristics of the

roller unit of the patent in suit.

(c) The presence or absence of invention is not to be

tested in the light of "knowledge after the event".

(d) The defendant-appellee's acts speak louder than

words and indicate that the Schmeiser roller unit is not

lacking in invention.

III. The Evidence Fails to Establish That There Was a Sale of a

Machine, Wifhin the Claims of the Patent in Suit, to Britton

Before May 8, 1 943.

(a) Actual delivery of the Schmeiser unit to Britton was

necessary to consummate a sale, and no reliable proof was

offered that delivery took place before May 8, 1943.
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(b) The unsupported recollection testimony, some ten

years after the event, falls far short of meeting the

requisite standard of proof for establishing a prior public

use or sale.

(c) Assuming that a roller unit was sold to Britton prior

to May 8, 1943, there is no reliable proof that the unit cor-

responded to the claims of the Schmeiser patent.

(d) The so-called invoice of sale tends to rebut the testi-

mony that the Schmeiser unit purchased by Britton had

loose rings.

IV. The Evidence Fails to Establish That There Was a Sale of a

Schmeiser Unit Within the Claims of the Patent in Suit to

Chezick Before December 8, 1941.

(a) Here, again, the proof concerning the time of sale

and the proof concerning the structural nature of the roller

unit sold consists almost entirely of unsupported memory

testimony, given some ten years after the event.

(b) The weight of the evidence indicates that the Schmei-

ser-Chezick invoice of December 8, 1941 related to a roller

unit of the non-flex type.

V. Finding of Fact No. 9 Is Unwarranted and Therefore Erroneous.



ARGUMENT
POINT I

ThE SC^^MEISE^ BNYE^TBON AS CLAIMED IS CLEARLY NOT
ANTICIPATED BY HENDERSON PATENT NO. 1,190,257.

In holding (Finding of Fact 10) (Tr. 44) that the Hen-

derson Patent 1,190,257 anticipates each of the four claims

of the Schmeiser Patent No. 2,538,167 in suit, the court below

was clearly in error. It is respectfully submitted that the

error of this finding is clearly demonstrated by the following

analysis of both the Schmeiser Earth Working Roller Unit,

as described and claimed in the patent, and the Road Roller

of the Henderson patent.

(a) The Schmeiser Invention Completely Solves the Self-Cleaning

Problem of the Earth Working Roller Art.

The functional and operational advantages of the Schmei-

ser unit are clearly brought out at page 2, column 3, lines

1-2 (Tr. 448) of the patent:

"Additionally, the rings 12 are disposed on the draft

cylinder 8 with a certain amount of end play there-

between ; this for the purpose of assuring that no bind-

ing occurs as said rings relatively work up and down,

with resulting self-cleaning of the rings.

''Tins self-cleaning of the rings is further enhanced

by reason of the fact that when adjacent rings 12 work
relatively up and down a distance greater than the

thickness of the rims 14, the inside of the lowermost

one of said adjacent rings is exposed, laterally and at

the lower portion thereof, below the corresponding

portion of the rim of the other one of said adjacent

rings whereby material may spill out through the gap

G, as in Figure 1. Adjacent rings 12 can work rela-

tively up and down a distance greater than the thick-

ness of the rings 14, for the reason that the differential

between the effective outside diameter of the draft cyl-
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inder 8 and the effective mside diameter of the rims

14 is materially in excess of the thickness of said rims."

(Emphasis supplied.)

As the unit travels over the ground, a certain amount of

dirt works upwardly through the narrow spaces between the

rings into the space between the rings and the draft cylin-

der. As the rings work upwardly and downwardly with

respect to each other, the working motion of the rings tends

to discharge dirt from the interior of the unit through the

same spaces through which the dirt enters. However, this

tendency towards self-cleaning is opposed in part by the

very dirt over which the unit is moving. In other words,

the dirt within the unit tends to be discharged downwardly,

as well as rearwardly to some extent, while at the same

time dirt over which the unit is passing tends to work

upwardly between the rings. The net result is that, insofar

as the radial and end play characteristics of the rings alone

are concerned, the self-cleaning efficiency of the unit is

relatively low. The Schmeiser invention goes much further

than this, as will be now seen.

In the patent in suit, Schmeiser teaches how an earth

working roller unit may be provided to obtain an optimum

self-cleaning action. This is done by providing a differential

between. the effective ring and draft cylinder diameters

which is materially in excess of the thickness of the rims

of the hubless rings. As the rings w^ork upwardly and down-

wardly with respect to each other, the space between the

rings and the draft cylinder becomes laterally exposed to

the atmosphere, providing the following two important

dirt discharge, or self-cleaning, advantages : the laterally

directed dirt-spill-out spaces so provided are much greater

in dirt discharge capacity than the narrow vertical spaces
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wliich are provided between the rings to allow the rings to

rotate on the draft cylinder without binding; and since the

dirt is enabled to spill out laterally, rather than being lim-

ited to vertical discharge, there is little opposition, on the

imrt of the dirt over which the unit is moving, to such

discharge.

Cb) The Road Spoiler of Hee^derson 1,190,257 Is Not Seif-Cieaning

in the Manner of the Sehmeiser Earth Working Roller.

Such self-cleaning in the manner described cannot be

obtained with the Road Roller structure of Henderson

1,190,257 (Tr. 507-510). It will be readily apparent from an

examination of Figure 3 of the Henderson patent that the

hubbed, or radially thick, annular members "d" can never

move a sufficient degree upwardly and downwardly with

respect to each other to laterally disclose the internal space

"e" to the atmosphere. That is to say, the differential

between the effective internal diameter of each of the mem-

bers "d" and the external diameter of shaft "b" is materially

less than the radial thickness of the members "d", rather

than being materially greater, as is the case with the

Sehmeiser Earth Working Roller Unit of the patent in suit.

Thus, any tendency to self-cleaning of the Henderson

Road Roller will be by way of vertical discharge of the dirt

from between the members "d", which discharge will be

opposed by the dirt over which the roller is passing.

The defendant-appellee's expert witness testified (Tr.

316) as follows with respect to the Henderson Road Roller:

"Q. In your opinion, and based on your experience

and training, Mr. Jones, does this Henderson patent

have a free-play feature in which the rollers or rings

may move up and down relative to the shaft 1

"A. They do, and they are so shown in Figure 3.
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"Q. In your opinion, would this relative up-down

movement of the adjacent rollers be of assistance in

cleaning?

"A. I would think so, yes."

But later, the same witness testified (Tr. 353-354) with

respect to the Henderson Road Roller

:

"Q. And is there any provision made for clearance

as to material that might move into the central aper-

ture, or apertures, of disk d, etc., surrounding shaft bf

"A. That would depend entirely upon how much
space there is between the weighted members d, d\

and so forth, etc.

"Q. Did you find anything in Henderson making

reference to clearance of the shaft area of the weighted

members d, etc.?

"A. I haven't noticed any, found any reference

directly to that particular spot. It is not indicated by

any numeral, and I would say that, from my experience

on rollers and contact with other rollers, where it is in

close contact you have a small amount in and a small

amount out"
(Emphasis supplied.)

The import of this testimony is that the roller members

d, d\ etc. of Henderson are so arranged, as to radial thick-

ness and as to closeness together, as to permit of the entry

of but a small amount of dirt to the internal space of the

roller, and that there is but a small amount of dirt dis-

charged in a vertical direction through the spaces between

the roller elements. Of course, the "small amount" tending

to go in opposes the "small amount" tending to come out.

Such an arrangement is to be sharply distinguished from

the roller structure of the patent in suit, wherein a different

kind of dirt discharge may take place, i.e. laterally from the

internal space of the roller unit.
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(c) N^ne of the Essential Characteristics of the Schmeiser Unit

WhiCii Together Enable Optimum Self-Cleaning Is Disclosed

in Henderson 1,190,257.

The following italicized portions of Claim 4 of the

Schmeiser patent recite all of the essential structural char-

acteristics of the Earth Working Unit which enable the

attainment of the new operational and functional results

above described:

"4. In an earth working roller which includes a

transversely extending draft assembly mounted in a

frame adapted for draft by a tractor, and a row of

earth working rings surrounding the draft assembly in

end to end, relatively rotatable relation ; the rings being

huhless and each comprising a hand-like rim having a

plurality of circumferentially spaced teeth projecting

outwardly therefrom, each rim being of greater width

than thickness, and the rims having a substantially

greater effective internal diameter than the effective

outside diameter of said draft assembly ; the differen-

tial between said effective diameters being materially

in excess of the thickness of the rims whereby upon
relative up and down play of adjacent rings a distance

greater than said thickness, the inside of the lower-

most one of said adjacent rings is exposed, laterally

and at the lower portion, beloiv the corresponding por-

tion of the rim of the other one of said rings."

Since each and every one of the essential structural and

functional characteristics of the Schmeiser Earth Working

Unit, as above italicized in Claim 4, is lacking in the

Henderson Road Roller, it is respectfully submitted that

the court below was clearly in error in finding that the

Henderson patent anticipates each of the claims of the

Schmeiser patent in suit.

As stated by the Court in Ottumwa Boxcar Loader Co. v.

Christy Boxcar L. Co., 215 Fed. 362, 369, (C.A. 8)

:
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"It constitutes no anticipation and no defense to a

claim of infringement that one or more elements of a

patented com])ination, or one or more parts of a pat-

ented improvement, may be found in one old patent or

publication, and others in another, and still others in

a third. It is indispensable that all of them, or their

mechanical eciuivalents, be found in the same descrip-

tion or machine, where they do substantially the same
work by the same means."

POINT II

THE SCHMEISER PATENT CLEARLY DEFINES AN INVENTION

OVER HENDERSON 1,190.257 AND SCHMEISER 2.288.110.

The holding (Finding of Fact 11) (Tr. 44) by the Court

below that the Schmeiser Patent No. 2,538,167 in suit and

each of the claims thereof fail to define invention over the

Henderson Patent No. 1,190,257, taken together with the

prior Schmeiser Patent No. 2,288,110, issued June 30, 1942,

is clearly in error.

(a) The Invention of the Patent in Suit Was Characterized by the

Patentee as Being an Improvement Over the Apparatus of His

Earlier Patent, No. 2,288,110.

There are three Schmeiser patents which are before this

Honorable Court as part of the record on appeal. The

latest of these in point of time is Patent No. 2,538,167, the

patent in suit. The next previous Schmeiser patent in point

of time is Patent No. 2,472,386 (Tr. 524-528). The invention

defined in the claims of the Schmeiser patent in suit was

disclosed in the Schmeiser patent application which matured

into Patent No. 2,472,386 and, since the two applications

which matured into Patents No. 2,538,167 and 2,472,386 were

co-pending in the Patent Office, the former, being a continua-

tion-in-part application, is entitled to the benefit of the
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filing date of the latter and the latter may be looked to for

what characterizing effect it may have on the invention

defined in the claims of the former.

Thus, Schmeiser Patent No. 2,472,386, which, as stated,

discloses the invention of the patent in suit, refers to the

earliest in point of time of the three Schmeiser patents, Pat-

ent No. 2,288,110, in the following language appearing at

Page 1, Column 1, lines 1-6 (Tr. 527)

:

"This invention is directed to, and it is an object to

provide, improvements in a soil working implement, of

the type shown in my U.S. Patent No. 2,288,110, which

includes a toothed roller unit operative to pulverize and

pack the top soil in the preparation or maintenance of

a seed bed."

The invention defined in the claims of the patent in suit

is thus characterized in the patentee's own words as amount-

ing to a patentable improvement over the earth working

implement disclosed in Schmeiser Patent No. 2,288,110 (Tr.

474,478). The question therefore posed to this Court by

Finding Fact No. 11 of the Court below is whether the claims

of the patent in suit define a patentable invention over the

earth working implement disclosed in Schmeiser Patent No.

2,288,110 in the light of the road roller equipment disclosed

in the earlier patent to Henderson 1,190,257.

(b) Both Henderson 1,190,257 and Schmeiser 2,288,110 Fail to

Disclose the Essential Structural Characteristics of the Roller

Unit of the Patent in Suit.

In connection with Claim 4, by way of example, of the

patent in suit, it was above pointed out that the Henderson

road roller lacked the following essential structural and

functional characteristics comprising the Schmeiser inven-

tion: rings which are hubless and which are comprised of
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band-like rims; and a diametral differential between the

rings and the draft cylinder materially in excess of the

thickness of the rims whereby dirt discharge, or self-clean-

ing, may take place laterally from the space between the

rings and the draft cylinder.

With reference to Figure 4 (Tr. 475) of Schmeiser Pat-

ent No. 2,288,110, it will be seen that : like the rings of the

patent in suit, the rings 23 surround the draft cylinder in

end to end relatively rotatable relation ; that, like the rings

of the patent in suit, the rings 23 are hubless and each com-

prises a band-like rim; that, like the patent in suit, the

rings 23 are each provided with a plurality of circumferen-

tially spaced teeth projecting outwardly therefrom, with

the teeth being of lesser width than the rim on which

they are disposed and being centered thereon between

the ends of the rim; and that, like the patent in suit, the

rim portions of rings 23 are of greater width than thickness.

However, despite all of these various parallels between

the rings of Schmeiser 2,288,110 and the rings of the patent

in suit, the relationship between the rings 23 and the draft

cylinder 17 of Schmeiser 2,288,110 is critically lacking in

the necessary dimensional relationship called for in the fol-

lowing portion of Claim 4 of the patent in suit

:

a* * * ^^^ ^j^g j.-j^g having a substantially greater

effective internal diameter than the assembly; the dif-

ferential between said effective diameters being mate-

rially in excess of the thickness of the rims whereby,

upon relative up and down play of adjacent rings a

distance greater than said thickness, the inside of the

lowermost one of said adjacent rings is exposed, later-

ally and at the lower portion, below the corresponding

portion of the rim of the other one of said rings."

Thus, both Henderson 1,190,257 and Schmeiser 2,28eS,110

are critically deficient as far as the primary point of novelty

of the Schmeiser invention of the patent in suit is concerned.
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Neither singularly nor together do these two reference pat-

ents teach or suggest that optimum self-cleaning of an earth

working unit may be obtained by providing for a degree of

radial free play between the ring elements and the draft

cylinder in material excess of the thickness of the rim por-

tions of the rings.

(e) The Presence or Absence of Invention Is Nof to Be Tested in

the Light &f ''Knowledge After the Event."

It is an easy matter at the present time for one to view

the Schmeiser invention of the patent in suit against the

background of Henderson 1,190,257 and Schmeiser 2,288,110

and to say that, if the rings 23 of the latter patent were

increased in internal diameter or if the draft cylinder 17

was decreased in external diameter, to provide for a degree

of free radial movement of the rings with respect to the

draft cylinder comparable to the degree which the weighted

member d of Henderson may radially move with respect to

shaft b, the invention of the patent in suit would result. It

is respectfully submitted, however, that this would amount

to "knowledge after the event" of the type referred to by

this Honorable Court in Filtex Corporation v. Atiyeh,

F.(2d) ; 103 U.S.P.Q. 197 (decided October 13, 1954),

where the Court stated:

"There was clearly an invention here although the

changes necessary to accomplish the results were very

simple. He took the prior art and made the changes.

First, he cut grooves in the roller and cut some open-

ings in the rear side of this wall and let the air in the

rug tool. With these simple changes he changed the rug

tool that would not pick up surface dirt such as air and
lint, to one that removed this accumulation on the rug

and provided a rneans of cleaning the surface of the

tool hy removing the lint and dust from it. It was as
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above quoted from the case of Diamond Rubber Co. v.

Consolidated Tire Company. 'Knowledge after the

event is always easy, and problems once solved present

no difficulty indeed' and without going further into

detail it can be said that the plaintiff changed an

unsatisfactory tool into one that was satisfactory * * *."

(Emphasis supplied)

Paraphrasing the above quotation, it may be said that the

patentee here made simple dimensional changes necessary

to accomplish the results, i.e., to achieve a peak efficiency

of self-cleaning of an earth working roller unit. That, with

the simple changes, he changed the earth working roller unit

that would not satisfactorily discharge internally accumu-

lated dirt to one that efficiently removed this accumulation,

and that thereby he changed an unsatisfactory tool into one

that w^as satisfactory, and satisfactory, it may be added, to

the point where the defendant-appellee faithfully copied the

patentee's earth working roller unit.

Again, in Patterson^Ballagh Corp. v. Moss, 201 F.2d 403,

this Honorable Court had the following to say concerning

simplicity of change:

"It is quite apparent that simplicity alone will not

preclude invention. Hindsight tends to color the seem-

ing obviousness of that which in fact is true contribu-

tion to prior art."

(d) The Defendanf-Appellee's Acts Speak Louder Than Words
and Indicate That the Schmeiser Roller Unit Is Not Lacking

in invention.

The defendant-appellee admitted infringement of the

four claims of the Schmeiser patent in suit No. 2,538,167, if

the claims were valid (Finding of Fact No. 6) (Tr. 42).

The Court below, at Tr. 439, had the following to say in

its oral opinion concerning the activities of the defendant-

appellee :
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"I want to say that I have no sympathy whatsoever

with the defendant in the case ; that he worked for Mr.

Schnieiser and copied his machine, and it certainly does

not create any feeling of sympathy in the mind of the

Court."

In Filtex Corp. v. Atiyeh, supra, this Honorable Court

adopted the following language of the trial court

:

"And, in addition to this, we have the presumption

arising from the imitation of the patented article by

the manufacturers of the alleged infringing device. As
to this, we agree with what was said by Judge Hough,

speaking for the Circuit Court of Api^eals of the Sec-

ond Circuit, in Kirks v. Belle Hat Lining Co., 280 F.

277-281. 'The imitation of a thing patented by a defend-

ant, who denies invention has often been regarded, per-

haps especially in this Circuit, as conclusive evidence

of what the defendant thinks of the patent, and per-

suasive of what the rest of the world ought to think.'
"

The defendant-appellee here paid a much greater degree

of tribute to the Schmeiser invention of the patent in suit

than did the imitative defendant of the Filtex case. After

the invention of the patent here in suit was made, the defend-

ant-appellee himself filed an application for Letters Patent

for a Toothed Roller Assembly, on which Thomas Patent

No. 2,537,802 (Tr. 450-454) issued. The Toothed Roller

Assembly of the Thomas patent is of the same general type

and kind of apparatus as the Earth Working Roller Unit

disclosed and claimed in the Schmeiser patent in suit. In

extolling his own invention, the defendant-appellee states, at

Page 1, Column 1, lines 15-19 (Tr. 452) of his patent:

"Another object is to provide a device of this type

having a plurality of ground contacting rollers or rings

adapted to rotate in unison and operating with self-

cleaning action by reason of limited relative radial

movement."
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And he further states, at Page 1, Column 1, lines 28-31 of

his patent:

"Another object is to provide a ground pulverizer

of this type in which an adjustment is provided to vary

the extent of relative radial movement permitted

between individual roller rings."

The defendant-appellee, who was T. G. Schmeiser's first

full-time employee in the latter's manufacturing business

(Tr. 62 and Tr. 222), testified (Tr. 66) that plaintiff's

Exhibit 5 (Tr. 449) correctly depicts the cross-sectional

characteristics of successive earth working machines he

manufactured and sold.

As to the earth working machine shown in Sketch A of

plaintiff's Exhibit 5, the defendant-appellee testified as fol-

lows: that he began the manufacture of such machines in

1947 or 1948 (Tr. 68) ; that he filed an application for Let-

ters Patent on this machine, and that Thomas Patent No.

2,537,802 issued thereon (Tr. 69-70); and that such a

machine is no longer the major product of his business (Tr.

73). Defendant-appellee further testified concerning his

patented machine (Tr. 73)

:

"Q. How many would you say you have manufac-
tured in the last calendar month, according to the

description you have just given us?

"A. I hardly think any. Because we streamlined it

to better advantage, that particular roller, which woidd
give the farmer less work."

(Emphasis supplied)

With respect to the earth working device exemplified by

Sketch B appearing in plaintiff's Exhibit 5 (Tr. 449), the

defendant-appellee testified as follows: that he manufac-

tured such apparatus between 1949 and 1950 (Tr. 77) ; and

that the differences between the apparatus exemplified by
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Sketch A and that exemplified by Sketch B of plaintiff's

Exhibit 5 consisted primarily of the addition of a further

ring supporting pipe to make four in number and the

removal of the internal ribs from the rings.

The defendant-appellee then completed the cycle of modi-

fication of the earth working apparatus made and sold by

him by making and selling, beginning in 1950 and continu-

ing since that time (Tr. 83), earth working apparatus exem-

plified by Sketch C in plaintiff's Exhibit 5, said apparatus

corresponding in all material particulars with the appar-

atus embodying the invention as defined by the claims of the

Schmeiser patent in suit, and as to which defendant-appellee

admitted infringement (Finding of Fact No. 6; Tr. 42).

With this pattern of action behind him, the defendant-

appellee, having contended, and successfully so, that the

original apparatus made by him met the standards of pat-

entable invention and, having thereafter progressively

veered away from his own apparatus to the point of copying

the Schmeiser apparatus covered by the patent in suit, thus

precipitating this litigation, alleges, as a defense, that the

patent in suit does not meet the standards of patentable

invention.

Even if it be assumed, arguendo, that the issue, as to

whether the Schmeiser patent in suit defined invention over

the Henderson Patent No. 1,190,257 taken together with the

prior Schmeiser Patent No. 2,288,110, was a finely balanced

one, it is respectfully submitted that the defendant-appel-

lee's behavior pattern, as above set forth, made it clearly

an error for the Court below to resolve this issue against

plaintiffs-appellants, as set forth in Finding of Fact No. 11.
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POINT III

THE EVIDENCE FAILS TO ESTABLISH THAT THERE WAS A SALE

OF A SCHMEISER UNIT TO BRITTON BEFORE MAY 8, 1943.

The Court below found (Tr. 43) that the evidence con-

clusively established that Theodore Schmeiser sold a non-

experimental ground i)ulverizer embodying all of the

elements of each of the four claims of the patent in suit to

Vernon C. Britton before ^lay 8, 1943. It is respectfully

submitted that this finding is clearly in error in the light of

the evidence of record, the case authorities as to what consti-

tutes a sale, and the standards of proof required to be met

to support such a finding,

(a) Actual Delivery of the Schmeiser Unit to Britton Was Neces-

sary to Consummate a Sale, and No Reliable Proof Was
Offered That Delivery Took Place Before May 8. 1943.

The Court did not purport to find that the apparatus sold

to Britton w^as publicly used before May 8, 1943, and so the

only question presented is whether said apparatus was sold,

within the meaning of the patent statutes, before this date.

With respect to the apparatus in question, the defend-

ant's witness, Britton, testified as follows : that, on April 29,

1943, he visited Mr. Schmeiser's shop in Fresno for the

purpose of ordering a fourteen-foot (14-ft.) wide culti-

packer; that he then asked Mr. Schmeiser to make a culti-

packer of this size for him ; that he then tendered to Schmei-

ser his personal check covering the cost thereof, including

sales tax (Tr. 427) ; that said check (Tr. 534) was drawn by

him in anticipation of subsequent delivery of the machine

(Tr. 428) ; that he thereafter received from Mr. Schmeiser

an invoice (Tr. 533) bearing the date of May 1, 1943, which

date was stipulated between counsel to fall on a Saturday

(Tr. 428) ; and that, subsequent to his receipt of said invoice
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and "more than likely three or four days" after receiving

the invoice, the machine was delivered to him at his ranch

(Tr. 428-429).

The witness, Britton, then further testified (Tr. 429) that

there was no tangible thing, by way of a record or other-

wise, in his possession to show the actual date of receipt of

the Schmeiser machine.

There was no testimony to the effect that, on the occa-

sion of the April 29, 1943, visit of the witness to the Schmei-

ser shop, machines corresponding in structure to that

called for by the claims of the patent in suit were in exist-

ence on the Schmeiser premises, nor was any testimony

presented as to when the so-called invoice, bearing date of

May 1, 1943, was actually received by the witness.

For all the record shows, the invoice could have been sent

out by Schmeiser at any date in May later than the May 1

date which it bore. Even if it be assumed, or presumed, that

the invoice was mailed to Britton on May.l, a Saturday, it

would not have been received in the ordinary course of mail

until the following Monday, or May 3, 1943. In fact, it would

be fair to expect that the invoice was not received by Britton

until as late as Tuesday, May 4, 1943, in view of the fact that

Britton lived on a farm about forty-three (43) miles from

Fresno (Tr. 165). If this was actually the case, it will be

obvious that the "three or four days" which, according to

the witness, transpired between receipt of the invoice and

delivery of the machine, would place the machine delivery

date as late as May 8, 1943. And a sale of the machine on

May 8, 1943, if delivery were necessary to constitute a sale,

would not invalidate the patent.

It is manifest from the case authorities that, under the

factual pattern presented here, actual delivery of the

machine was necessary to consummate the sale.
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In McCreery Engineering Co. v. Massachusetts Fan Co.

et al, 195 Fed. 498, 501-2, (C.A. 1), the Court stated

:

"We are of the oiDinion that proof of a mere contract

to construct from plans and to deliver in future a

machine or manufacture not i)roven to have been pre-

viously com})leted, falls short of i)roof that the machine

or invention was 'on sale'. The distinction between an

executory contract to construct and to pass title in the

future and putting an article 'on sale' is substantial and

is not merely one of the 'unity diversities' of the law of

sales. Especially is that distinction important when
such an executory contract is for the manufacture or

construction which constitutes the first reduction to

practice.

"That inventors who have reduced their conceptions

to the shape of drawings or descriptions and have

endeavored to enlist capital by offering to construct

and deliver a machine in the future should, by the dis-

play of drawings and offers to construct, be regarded

as having placed the machine 'on sale', would involve a

departure from the intention of the x)atent statute as

w^ell as from the ordinary significance of the language.

"The opinion of the Circuit Court of Appeals of the

Second Circuit in National Cash Register Co. v. Ameri-

can Cash Register Co., 178 Fed. 79, 101 CCA. 569, does

not sup2)ort the defendant's contention. That case

decides merely that the manufacture of a machine upon
an order for its construction followed by its delivery

and acceptance constitutes a sale within the patent stat-

ute. This is far from supporting the contention that

regardless of subsequent delivery and acceptance the

article is on sale and that an agreement to construct is

a putting on sale.

"In cases where delivery and acceptance are com-

plete, the distinction between delivery and acceptance

uj)on a previous order and without a ])revious order

has no substantial relation to the i)urpose of the stat-
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ute. The completion of the transaction hy delivery and
acceptance affords evidence that the article was 'on

sale' within the.meaning of the statute."

(Emphasis supplied)

In Connecticut Paper Products, Inc. v. New York Paper

Company, 39 Fed. Supp. 127, D.C. Md., the criteria were

set forth as follows

:

"An article for which a patent is sought and which

is on hand, ready for delivery under a contract of pur-

chase, at a date prior to the two (now one) year period

named in the statute, may be said to have then been

^on sale', within the meaning of the statute. So it has

been held. See Covert v. Covert, 106 F. 183 ; National

Cash Register Co. v. American Cash Register Co., 178

F. 79 ; Wende v. Horine, 225 F. 501. However, if the

article is not on hand, ready for delivery, it cannot

be said to be 'on sale'. Such was the situation in the

present case. An agreement to sell, made prior to the

statutory period, is not in itself sufficient to invoke the

bar of the statute, if the goods were not in fact on hand
prior to that period, and therefore could not have been

delivered prior to that period. So it was held, and we
think correctly, in Burke Electric Co. v. Independent

Pneumatic Tool Co., 234 F. 93 (certiorari denied 241

U.S. 682), by the Circuit Court of Appeals for the

Second Circuit, and the First Circuit Court of Appeals

in McCreery Engineering Co. v. Massachusetts Fan
Co., 195 F. 498. The precise point appears never to

have been passed upon in this Circuit, although, in-

ferentially, we interpret the decision in Maibohm v.

RCA Victor, supra, to support the conclusion here

reached.

"We quote the following from the Burke Electric

Co.case, supra (234 F. 93):

'The proofs in this case show that the patented

motors were ordered two years and a few days before

the application for the patent was filed, but were

not delivered and could not have been delivered

until a time within the two-year period. The ques-
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tion is as to the proper construction of the words

"not in public use or on sale" in Rev. St. Sec. 4886

(Comp. St. 1913, Sec. 9430). The combination of

the word indicates that the sale contemplated is such

as creates an opportunity for present public use. It

is a situation quite different from the reduction to

practice necessary to sustain anticipation. * * * The
provision ought to be construed favorably to pat-

entees. If patented articles are on hand ready to be

delivered to any purchaser, they are on sale, whether

any of them has been sold or not. But, if they are

not, they cannot be said to be on sale within the

meaning of the act, though the invention itself has

ceased to be experimental and is complete. This cer-

tainly should be true of articles which can be car-

ried in stock, like the motors in question.' " (Em-
phasis supplied)

From 7?. F. Sturtevant Co. v. Massachusetts Hair d Felt

Co., 124 F.2d 95 (C.A.I):

''The critical date, then, is not the date ivhen the

first Hagen fan was ordered, but the date ivhen the

order for it ivas filled, and there is no evidence as to

when that event occurred. Since it may have occurred

within two years of the date of Hagen's second applica-

tion, and since the defendant has not proved otherwise,

it has failed to sustain its burden of proof on this

defense. Thus it is unnecessary for us to give further

consideration to this defense." (Emphasis supplied)

Obviously, if the "on sale" provision of the statute con-

tem])lates a transaction such "as creates an opportunity

for present public use", it is immaterial that the vendee-

to-be has made a prepa>Tnent.

It was thus essential for the defendant-appellee to estab-

lish that the Schmeiser machine ordered by Britton was

delivered into Britton's possession before ^May S, 1943, and

this he failed to do.
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(b) The Unsupported Recollection Testimony, Some Ten Years

After the Event, as to the Time of Delivery Falls Far Short

of Meeting the Requisite Standard of Proof for Establishing

a Prior Public Use or Sale.

The only proof offered on this point was Britton's un-

supported recollection testimony, given over ten and one-

half years after the event in question, that in his opinion

the machine was delivered three or four days after his

receipt of the invoice bearing the date of May 1, 1943, No

corroborative testimony as to delivery prior to May 8, 1943,

was given by any other witness. In fact, the witness, Brit-

ton, testified (Tr. 430) that, until he located his cancelled

check, he probably could not even have recalled what year

he purchased the Schmeiser machine. Such proof falls far

short of the standards of proof required to establish a

patent-invalidating public use or sale.

From Paraffine Companies, Inc. v. Everlast, Inc., et al.,

84F.(2d) 335(C.A. 9):

"The burden of proof on the issue of public use rests

heavily upon the party seeking to show such use. Of
such a defense the Supreme Court has said

:

'* * * courts have not only imposed upon defendants

the burden of proving such devices, but have re-

quired that the proof shall be clear, satisfactory, and-

beyond a reasonable doubt.'

'Washburn etc. Co. v. The Beat 'Em All Barbed
Wire Co., 143 U.S. 275, 284.'

"To the same effect are Deering v. Winona Harvester

Works, 155 U.S. 286, 300, 301; Eibel Co. v. Paper Co.,

261 U.S. 45, 60; Rowan v. Brake Testing Equip. Corp.,

(CCA-9) 38 Fed. (2d) 220, 223."

In Mica Insulator Co. v. Union Mica Co. et al., 137 Fed.

928, 938 (C.C.D.N.J.), the Court stated

:

"All of this testimony as to prior use is open to the

criticism that the witnesses speak from recollection
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after a considerable lapse of time, that no specimens

of the product of the supposed anticipating use have

been produced, and that there is no corroborating testi-

mony from any ivho have seen the method produced

by the witnesses, as testified to. It is unnecessary to

repeat here what courts have so often said in regard

to this character of testimony. The Supreme Court

of the United States, in Cantrell v. Wallick, 117 U.S.

689, 69fi, 6 Sup. Ct. 970, 974, 29 L. Ed. 1017, said

:

'Not only is the burden of proof to make good this

defense upon the party setting it up, but it has been

held that "every reasonable doubt should be resolved

against him".'" (Emphasis supplied)

From Merrill v. Builders Ornamental Iron Company,

197F.(2d) 16(C.A. 10):

"In the ordinary action based upon infringement of

a patent, public use or sale is an affirmative defense to

be pleaded and proved. Electric Storage Battery Co.

V. Shimadzu, supra. And it has long been settled law

that, when prior use or sale is relied upon to defeat the

presumption arising from the grant of a patent, the

evidence tending to establish such use or sale must be

sufficiently clear, cogent, and satisfactory as to remove

all reasonable doubt thereof. Coffin v. Ogden, IS Wall.

120; Cantrell v. Wallick, 117 U.S. 689; The Barbed

Wire Patent, 143 U.S. 275; Deering v. Winona Har-

vester Works, 155 U.S. 286; Eibel Process Co. v. Min-

nesota & Ontario Paper Co., 261 U.S. 45; Vachos v.

Sherwin-Williams Co., 177 F.2d 762." (Emphasis sup-

plied)

From United Shoe Machinery Corporation v. Brooklyn

Wood Heel Corporation, 11 F.(2d) 263, (C.A. 2)

:

"When an inventor's date is to be carried back

beyond his application, (Courts regard the effort with

great jealousy, and must be persuaded with a cer-
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tainty which is seldom demanded elsewhere; quite as

absolute as in a criminal case, in practice perhaps even

more so. Brooks v. Sacks, 81 Fed. Rep. 403 (C.C.A. 1)

;

Day Time Register Co. v. W. H. Bundy Recording Co.,

178 Fed. Rep. 812 (C.C.A. 2) ; Bearings Co. v. Harris

Hardware & Mfg. Co., 299 Fed. Rep. 782 (C.C.A. 2). It

makes no difference how the question arises ; whether

the patentee is carrying back his own invention, or a

supposed infringer is carrying back his ; the burden is

the same as the proof necessary to establish a prior

use.'' (Emphasis supplied)

It is respectfully submitted that it would be inequitable,

to say the least, to "hang a man" on the basis of the quality

and quantity of proof such as was offered in behalf of the

defendant concerning the Schmeiser-Britton transaction.

(c) Assuming That a RolEer Unit Was Sold to Britton Prior to May
8. 1943, There Is No Reliable Proof That the Unit Corresponded

to the CEaiifus of the Schmeiser Patent.

Even if it be assumed, arguendo, that the sale of a

machine was made to Britton before the critical date of May

8, 1943, there is no reliable proof, of the calibre the Courts

require in such situations, to establish that the machine sold

corresponded to the claims of the Schmeiser patent in suit.

Thus, the witness, Britton, testified (Tr. 424) that the

Schmeiser apparatus, as disclosed to the Court below in

defendant's Exhibits V, W-1, W-2 and W-3 (Tr. 529-532),

differed from the Schmeiser apparatus, as originally

received by him, in the following particulars : the bearings

had been replaced, but he did not recall when ; the pipe, or

draft cylinder, had been replaced, but he did not recall

when; some of the rings had been replaced; that the end

retainer means for the rings had been changed ; and that the
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frame had been worked on, but that the frame design

remained tlie same. This is indeed a far cry from proof by

physical exhibit of the "same machine" viewed by this Court

as essential in Whiteman v. Mathews, F.(2d)

(decided November 9, 1954).

There is no physical evidence to establish what the

a])paratus was like when it was originally purchased

approximately ten years ago. The sole evidence character-

izing the form of the Schmeiser apparatus originally pur-

chased consists of memory testimony. The witness, Britton,

testified (Tr. 421) that the machine that he purchased from

Mr. Schmeiser had rings which were loose on a central pipe.

The witness, Wyckoff, Britton's ranch superintendent,

testified from memory (Tr. 432) that the machine originally

purchased had loose rings. He further testified that he had

no present knowledge as to when the machine was delivered

(Tr. 433). The witness, Rodriquez, Britton's ranch foreman,

testified (Tr. 436) that the original machine had loose rings.

That such memory testimony is unreliable and does not

meet the standard of proof required is indicated by the

following authorities

:

In Myers v. Beall Pipe & Tank Corporation; Same v.

Fruehauf Trailer Company of California, 90 F.S. 265, 79

U.S.P.Q. 173, 177, (D.C. Ore.):

"There was a great deal of testimony by witnesses as

to the changes which had been made in the original con-

struction of Clark. While these stories were told in

good faith, they are not consistent with each other, and
])articularly do not conform to the present condition of

the Clark trailer. This oral evidence is entirely uncor-

roborated by any writing of any kind. Memory plays

strange pranks in such a situation.*******
"The Shuey trailer is then urged by defendant Frue-

hauf. Similar considerations affect this device, which
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was exhibited to the Court (Exhibit 123). Although the

suspension of the wheels may be equivalent to the four-

point distribution of Myers on the under carriage, this

device had no bolster whatever at present. The testi-

mony as to its previous condition ivas unconvincing.

"None of these devices show that the Myers patent

was thereby anticipated by the structure. Beyond this,

the evidence as to when any of these were made or used

is entirely unconvincing. There is considerable doubt

that either of the trailers produced for inspection was
one concerning which the witnesses were testifying."

(Emphasis supplied)

In Koerner v. Deuther et al, 143 Fed. 544, 548 (C.C. W.D.

N.Y.)

:

"Several witnesses, former employees of the defend-

ants, testified positively that racks were manufactured

by the defendants about twenty years ago, and models

and sketches were produced on the trial from memory
by the witnesses Deuther and Dykstra. No racks or

models actually manufactured by defendants were pro-

duced; it being explained that a fire had destroyed

them. It does not appear that Mr. Deuther ever applied

for a patent, and no witnesses were called to contro-

vert the claim of prior public use. In the absence of a

rack manufactured and used as claimed by the defend-

ants I am not inclined to find as a fact that the patented

structure has been in prior public use. Upon this

proposition the burden of proof under the rule is on the

defendants, and every reasonable doubt should be

resolved against them. Coffin v. Ogden, 18 Wall. 120, 21

L. Ed. 821. In Deering v. Harvester Works, 155 U.S.

286, 15 Sup. Ct. 118, 39 L.Ed. 153, the Supreme Court

says:

'Granting the witnesses to be of the highest char-

acter, and never so conscientious in their desire to

tell only the truth, the possibility of their being mis-
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taken as to the exact device used, which, though bear-

ing a general resemblance to the one patented, may
differ from it in the very particular which makes it

patentable, is such as to render oral testimony pecu-

liarly untrustworthy; particularly so if the testi-

mony be taken after the lapse of years from the time

the alleged anticipating device was used.'
"

(Emphasis supplied)

(d) The So-Cglled Invoice of Sale Tends to Rebut the Memory
Testimony That the Schmeiser Unit Purchased by Britton Had
Loose Rings.

The physical evidence which was used l^y the witness,

Britton, as a reference point for his memory testimony

tends to rebut the testimony of Britton, Wyckoff and Rod-

riquez that the Schmeiser machine originally purchased by

Britton had loose rings. Thus, the May 1, 1943, invoice

(defendant's Exhibit X, Tr. 533) from Schmeiser to Britton

characterizes the subject machine as: "1—14 foot Till

An'Pak 10/lG Rings (10" pipe) with adjustable float". The

"adjustable float" had no bearing on the question as to

whether the rings were loose or relatively tight on the pipe,

said float comprising an attachment which was pulled behind

the roller (Tr. 423).

The essential point about the invoice is that it calls for a

ten-inch (10-in.) pipe, and rings having a ten-inch internal

diameter.

The witness, Michelsen, who testified (Tr. 392) that he

went to work for T. G. Schmeiser on August 3, 1943, testified

(Tr. 395) that the roller unit which Mr. Schmeiser was mak-

ing when he first went to work for him was a "tight ring

structure" having "12-inch ring inside, and a 12-inch o.d.

type outside". Thus, a twelve-inch (12-in.) internal diameter

ring, so called, was made just sufficiently larger tlian twelve
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inches (12 in.) to be fitted over a pipe having a twelve-inch

(12-in.) outside diameter. By the same token, it is submitted

that the ten-inch (10-in.) internal diameter rings called for

in the Schmeiser invoice of May 1, 1943, were just suffi-

ciently larger than ten inches in internal diameter to be

fitted over the ten-inch (10-in.) pipe called for in the

invoice.

Thus, the machine data of the invoice, taken with the tes-

timony of the witness, Michelsen, is circumstantial evidence

tending to establish that the Schmeiser machine originally

purchased by Britton was, or could have been, of the tight

ring, or non-flex, type, as distinguished from the loose ring

structure called for by the claims of the patent in suit.

It is to be further noted that the witness, Michelsen, tes-

tified (Tr. 358) that it was shortly after he went to work

for Mr. Schmeiser on August 3, 1943, that he saw the first

actual manufacture of a flexible roller unit on the Schmeiser

premises.

In the light of the foregoing analysis of the Schmeiser-

Britton transaction, it is respectfully submitted that it is

inescapable that Finding of Fact No. 8 of the Court below

is clearly erroneous.

POINT IV

THE EVIDENCE FAILS TO ESTABLISH THAT THERE WAS A SALE
OF A SCHMEISER UNIT, WITHIN THE CLAIMS OF THE
PATENT IN SUIT, TO CHEZICK BEFORE DECEMBER 8TH,

1941.

The Court found (Finding of Fact No. 7, Tr. 43) that

T. G. Schmeiser sold, prior to December 8th, 1941, to Alvin

Chezick a ground pulverizer embodying all of the elements

of each of the four claims of the Schmeiser patent in suit.

It is resi^ectfully submitted that the testimony and docu-
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mentary proof adduced by the defendant in support of this

finding utterly fails to measure up to the standards of proof

required to establish a patent-invalidating sale, and that,

therefore, this Finding of Fact is clearly erroneous.

(a) Here, Again, the Proof Concerning the Time of Sole and the

Proof Concerning the Structural Nature of the Roller Unit Sold

Consists Almost Entirely of Unsupported Memory Testimony,

Given Some Ten Years After the Event.

There is only one piece of documentary proof in the

whole evidentiary picture relating to the matter dealt Avith

by Finding of Fact No. 7, and that is an invoice (Defend-

ant's Exhibit I, Tr. 497) addressed to Alvin Chezick and

bearing the date of December 8tli, 1941. All of the testi-

mony relating to the transaction between Mr. Schmeiser and

Alvin Chezick is based on mere recollection after a period

of over ten years had elapsed. It will be seen : that the

indetiniteness as to what the invoice (Tr. 497) stood for;

that due to the length of time involved between the trans-

action involving the machine in question and the time the

testimony was adduced ; that due to the demonstrably weak

memory of the only witness, Chezick; that due to the in-

detiniteness of the dates and times recited by Chezick in

his testimony; and that due to the fact that the machine

in question, as shown to the Court below by way of photo-

graphic exhibits, may admittedly have been modified by

others, the evidence falls far short of meeting the stand-

ards of proof called for by such as the Paraffine, Mica, Mer-

rill and United Shoe Machinery cases, supra.

The record shows that at some time during the period

1939-1941 Alvin Chezick contacted T. G. Schmeiser and

made arrangements for Schmeiser to bring out to one of

the Chezick ranches a Schmeiser ground pulverizer, a model

of which Chezick had seen at a State Fair in Sacramento.
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The ground pulverizer originally brought to the Chezick

farm by Schmeiser was of the non-flex type (Tr. 122).

Chezick testified as follows concerning this original ma-

chine :

"* * * At the time Mr. Schmeiser brought it out, I told

him if I liked it I would take it; if I didn't like it, I

didn't want it. And later he took it back and revised

it for me." (Tr. 121-122)

He testified further : that he thought the year the original

machine was brought out to him was 1939 (Tr. 121) ; that

he didn't know whether he received the original machine in

the Fall of 1939 or early in the Spring of 1940 (Tr. 153)

;

that later Mr. Schmeiser took the original machine back

and revised it for him (Tr. 122) ; and that the ajiparatus,

altered by Schmeiser to provide more clearance for the

rings, was returned to Chezick within a year of the time

of his receiving the original machine (Tr. 155).

Chezick further testified (Tr. 121) that he partially paid

for the original machine when it was delivered. But when

asked (Tr. 127) whether he paid for the machine before he

received the invoice dated December 8th, 1941 (Tr. 497),

Chezick answered, "I don't think so ; I don't think I did, no.

I paid part of it, I think, yes." He further testified (Tr.

127) that he gave Schmeiser part of the money at the time

he ordered the machine.

Thus, the witness, Chezick, testified that part of the

money for the original machine was paid at the time the

machine was ordered; part of the payment money was

tendered to Schmeiser at the time of delivery of the original

machine ; and that i^art of the payment money was tendered

to Schmeiser before the December 8th, 1941 invoice. It is

respectfully submitted that this whole pattern of testimony

by Chezick, and the indefiniteness thereof, is fully com-
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patible witli the following factual situation : that Chezick

saw the first model of a non-flex Schmeiser machine in

September of 1940 or 1941 at the State Fair in Sacramento;

that he later contacted Mr. Schmeiser about one, and ten-

dered part pajanent at the time he ordered a machine ; that

the invoice of December 8th, 1941, hearing the notation

''delivered to your ranch" related to the delivery of the

original machine; that Mr. Schmeiser "picked it up after

a time" following this delivery and "took it back into his

plant in Fresno for revision" (Tr. 125) ; and that the appa-

ratus was returned to him in revised form "within a year"

of delivery of the original machine to him. If the Decem-

ber 8th, 1941 invoice related to delivery of the original

machine to Chezick, then Chezick's further testimony, if

reliable, would place delivery of the revised machine some

time during the latter part of 1942. But, as will be shown,

Chezick's memory, even as to events which took place nmch

more recently than the transaction in question, is wholly

unreliable.

The unreliability of Chezick's memory is indicated by his

following statements of record

:

Tr. 134:

"I don't remember that far back (1938) * * *." (inser-

tion supplied)

Tr. 136:

"No, I don't remember that, whether I did or not."

This was in relation to whether or not he had seen a cer-

tain piece of equipment in the possession of a Mr. Weaver,

a neighboring rancher, before he saw the Schmeiser equip-

ment at the Fair.

Tr. 140:

"I don't remember."
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This was in answer to a question as to whether he re-

called that during the course of his deposition, taken on

June 19, 1952, reference was had to a certain photograph

of the Weaver equipment.

Tr. 141

:

"Mr. Thomas took the picture. I don't remember
if there was anyone else there or not."

This was in answer to a question as to who was present

when a certain photograph, an exhibit in the Chezick deposi-

tion, was taken.

Tr. 141

:

"I don't remember if he was or not."

This was in answer to the question as to whether Mr.

Young, defendant's attorney, was present at the time the

Chezick deposition photograph was taken.

Tr. 146

:

"I don't remember at this time. We have changed

it a little bit since then."

This was in answer to a question relating to equipment

he had purchased from the defendant, Thomas, some time

during the period 1947-1949.

Tr. 150:

"Well, I don't remember how long we used it like

that."

This was in answer to a question as to what next hap-

pened to the original Schmeiser machine in his possession

following his own attempt to alter the machine.

Tr. 152:

"One of them, I don't remember which one anymore."

This was in answer to a query which the witness inter-

preted to be directed to which of his ranches Mr. Schmeiser

and the defendant visited.
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Tr. 1G3:

"We talked about it. We talked as far as going

together with it, but it wasn't what I wanted, so there-

fore—I don't remember; I may even have come down
to Fresno with him about it."

This was in answer to a question as to whether he had

anything to do with the purchase by his neighboring rancher,

Mr. Weaver, of Schmeiser equipment.

Most importantly, Chezick testified (Tr. 146) in Decem-

ber, 1953, that he had purchased one of the defendant's

earth working roller units, but when asked wiien this pur-

chase was made, he answered :
" '-17 or '48, somewhere along

there
;
possibly '49 ; I don't know."

The obvious question arises as to how Chezick could re-

call the time of happening of the incident making up the

Schmeiser-Chezick transaction, which occurred more than

10 years prior to his trial testimony, when he required a

three-year span in which to place the Thomas-Chezick

transaction, which occurred approximately six years prior

to his trial testimony.

It is true that in connection with his testimony concern-

ing his purchase of the Thomas equipment he was furnished

nothing to refresh his recollection, but the same is true

concerning his testimony about the purchase of the Schmei-

ser equipment. Certainly, Chezick did not utilize the De-

cember 8th, 1941 invoice (Tr. 497) to in any way refresh

his recollection, and this invoice is the only tangible thing

of record relating to his dealing with Schmeiser concerning

the Schmeiser machine.

The evidence indicates that the Chezick machine, as dis-

closed to the Court below, has been changed since its revi-

sion bv Schmeiser. Chezick testified: that he sold the
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machine to his neighbor, a Mr. Norman, in 1946 or 1947

(Tr. 132) ; that the photographs (Defendant's Exhibits D
and E; Tr. 492-3) were taken about two years prior to his

trial testimony (Tr. 130) ; and that the machine is now in

Arizona (Tr. 132). Chezick then admitted (Tr. 157) that

the machine shown in the photographs. Defendant's Ex-

hibits D and E, may have been repaired or had parts re-

placed between the time of his sale of the machine and the

time the photographs were taken.

(b) The Weight of the Evidence Indicates That the Schmeiser-

Cheziclc Invoice of December 8th, 1941 Related to a Roller

Unit of the Non-Flex Type.

As was above indicated, the December 8th, 1941 invoice

can be logically considered as relating to the time of deliv-

ery of the original Schmeiser machine to Chezick.

The testimony of Archie C. West appearing at Tr. 369-374

indicates that the invoice to Chezick of December 8th, 1941

relates to the original, or non-flex, Schmeiser machine. Thus,

West, the office manager of T. G. Schmeiser Company, testi-

fied that he searched through all of the Schmeiser Com-

pany's copies of invoices relating to earth working roller

units up to May 8th, 1944. He testified that an invoice

(Plaintiff's Exhibit No. 26; Tr. 489) dated August 5, 1943

was the first that he found which specified that the subject

earth \vorking unit was of the flexible type. The next

invoices he located specifying a flexible type of earth work-

ing roller unit were dated August 11, 1943 and August 14,

1943, respectively (Plaintiffs' Exliibits 27 and 28; Tr. 489-

490). He further testified that all of the Schmeiser Company

file copies of invoices bearing dates between August 5, 1943

and May 8, 1944 either specified that the subject equipment

was of the flexible type or indicated to him the contrary by
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failing to state that the equipment was of the flexible type.

This evidence pattern ties in witli tlie testimony of the

witness, ISIichelsen, who stated (Tr. 392) that he first went

to work for the Sdimeiser Company on August 3, 1943, and

further testified (Tr. 398) that he first saw a Schmeiser unit

of the flexible type manufactured on tlie Schmeiser Company

premises shortly after lie went to work there.

In the lip:ht of this testimony by West and Michelsen, and

in the liii:ht of the fact that the Chezick December 8, 1941

invoice fails to sjiecify that the subject earth workinp^ roller

unit was flexible in nature, it is respectfully submitted that

tlio Chozick invoice did in fact, there being absolutely no

credible counter testimony on tliis ])oint, relate to the orig-

inal, or non-flexible, Schmeiser machine.

It follows, therefore, that the Court below was clearly in

error in finding as a fact that a flexible Schmeiser machine,

i.e. embodying all of the elements of each of the four claims

of the Schmeiser patent in suit, had been sold to Chezick

})ri()r to Drc(')n])cr sfli, 1941. Furthermore, it is submitted

tliat the memory testimony of Chezick was so weak and

uncertain that it would have been clear error had the Court

below found, a.^ if did not, that a sale of the flexible Schmei-

ser machine had been made to Chezick prior to ISIay 8th,

1943.

The ])roof presented to the Court below concerning both

the Chezick machine and the Britton machine consisted

essentially of memory testimony. In connection with each of

these machines, there was no documentary evidence clearly

corroborating the memory testimony. In liotli instances, the

machines were no longer in their original form at the time

they were discovered during the course of this litigation.

In like manner, tlu^ City of Fresno—Schmeiser machine

transaction, a third incident relied u])on by the defendant-
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appellee as constituting a prior public use or sale, was evi-

denced by memory testimony unsupported by documentary

evidence, and the machine was no longer in its original

form at the time it was discovered during the course of this

litigation. In its oral opinion (Tr. 439-440) the Court below

stated that it was too much in doubt concerning the City

of Fresno machine to find in favor of the defendant, and

yet, on a similar calibre of proof, the Court proceeded to

find in defendant's favor in connection with both the Chezick

and Britton machines.

POINT V

FINDING OF FACT NO. 9 IS UNWARRANTED AND
THEREFORE ERRONEOUS.

Finding of Fact No. 9 (Tr. 43) is a compound finding that

:

1) The United States Patent Office did not consider the

Henderson patent No. 1,190,257 during the course of its

examination of the Schmeiser application on which patent

No. 2,538,167 issued;

2) The Henderson patent is more pertinent to the alleged

invention of patent No. 2,538,167 than any of the cited art

;

3) The Henderson patent destroys the presumption of

validity of the Schmeiser patent No. 2,538,167, in suit.

There is nothing of record to indicate whether or not the

Patent Office Examiner considered the Henderson patent

during the course of his examination of the Schmeiser appli-

cation. He may have overlooked this patent, or he may have

considered it and discarded it, deciding that it was of no

more pertinence to the Schmeiser invention than the art

actually cited. The real meaning of the words "did not con-

sider" used by the court below is that the Patent Office "did

not cite" the Henderson patent. This Honorable Court, in

Jacuzzi Bros., Inc. v. Berkeley Pimip Co., 191 F.2d 632, 91
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U.S.P.Q. 24, in speaking of certain prior patents not cited by

the Patent Office, used terminology similar to that of the

Trial Court here

:

"But further, a great many of the patents, which

were brought to light in this lawsuit and considered by

the Trial Court, had not been previously considered by

the Patent Office. Even one prior art reference, which

has not been considered by the Patent Office, may over-

throw the presumption of validity, and when the most

pertinent art has not been brought to the attention of

the administrative body, the presumption is largely

dissipated."

(Emphasis supplied)

The test, therefore, as to whether the presumption of

validity is diluted, or dissipated, as the case may be, is:

was the most pertinent art cited?

In applying this test to the present case, it will be seen

that as far as the invention defined by the claims of the

patent in suit is concerned, the Alexander patent No. 324,208

(Tr. 514-518), cited by the Patent Office, is basically no less

pertinent than Henderson 1,190,257, and, in the overall

sense, is more pertinent than Henderson.

A comparison of Figure 3 (Tr. 507) of the Henderson

patent and Figure III (Tr. 516) of the Alexander patent

clearly indicates that the two roller structures shown are

basically identical, in that: each comprises a plurality of

annular roller members mounted for radial play on a shaft,

with the roller units being sufficiently loosely related to

each other on the shaft to be separately rotatable and sep-

arately movable radially; and each permits of a degree of

self-cleaning.

Figure III of Alexander does not specifically show any

free space between adjacent rollers, but it is inherently
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necessary that a slight spacing between rollers be provided

to prevent binding of the rollers and render them independ-

ently radially movable in the manner described (Tr. 327-

329) by the defedant's expert witness, Jones.

This radial free-play arrangement of the Alexander roll-

ers permits of a degree of self-cleaning, just as the similar

free-play arrangement of the Henderson rollers does, as

testified to (Tr. 316) by the witness, Jones, as follows:

"Q. In your opinion, and based on your experience

and training, Mr. Jones, does this Henderson patent

have a free-play feature in which the rollers or rings

may move up and down relative to the shaft 1

"A. They do, and they are so shown in Figure 3.

"Q. In your opinion, would this relative up-and-

down movement of the adjacent rollers be of assistance

in cleaning?

"A. I would think so, yes."

It is true that the witness Jones went on to testify (Tr.

320) that the degree of self-cleaning of the Henderson

roller is enhanced by the presence of the annular spaces f,

best shown in Figure 5 (Tr. 507), of the Henderson patent,

but it has been previously pointed out that the manner of

function of these spaces is not specifically pertinent to the

self-cleaning roller arrangement called for by the claims of

the patent in suit.

It is thus submitted that the Alexander and Henderson

patents are basically on a par with each other from the

standpoint of pertinency to the Schmeiser patent claims.

The Alexander patent is, however, of more pertinence in an

overall sense, in that it is primarily a true earth-working

unit, i.e. a cultivator, as is the Schmeiser apparatus, while

the Henderson roller is primarily adapted for heavy duty

purposes, i.e. road working, and in that the individual roller

units of Alexander, like the individual roller units of
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Schmeiser, but unlike the roller units of Henderson, are pro-

vided with earthworking teeth.

It is therefore submitted : that there was no failure on the

part of the Patent Office to cite the most pertinent prior art;

that consequently Finding of Fact No. 9 is unwarranted and

erroneous ; and that the presumption of validity of the pat-

ent in suit remains unrebutted.

CONCLUSION

Tlie judgment of the District Court should be reversed

and the case remanded with directions to the District Court

to find Schmeiser Patent No. 2,538,167 to be valid and

infringed.

Respectfully submitted,

Wm. C. Crossland, Esq.

Frank A. Neal, Esq.

Of Counsel.

Jas. M. Naylor

Counsel for Appellant.
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Mettler v. Peabody Engineering Corp. (9th Cir.),

77 F. 2d 56;

McClintock V. Gleason (9th Cir.), 74 F. 2d 115.

In Norman Products Co. v. Sequoia Mfg. Co., 107 Fed.

Supp. 928, the District Court (N. D. Cal., S. D., 1952)

stated at page 929:

"The presumption of prima facie validity which

ordinarily attaches to a patent by reason of the is-

suance by the Patent Office, is dissipated when per-

tinent prior knowledge and prior art have been

omitted from consideration by the Patent Office. The
presumption does not create validity of a patent as

against pertinent prior art references which have not

been considered."

The Court cited

:

Lane-Wells Co. v. M. O. Johnston Oil Field Serv-

ice Corp. (9th Cir.), 181 F. 2d 707;

Jacuzzi Bros. Inc. v. Berkeley Pump Co. (9th Cir.),

191 R 2d 632.

1(a) The So-called "Self-cleaning Feature" Is Fully

Disclosed in the Henderson Patent.

The Henderson patent states [Tr. 508, lines 69-74]

:

''Figure 5 shows in detail one form of clearance

spaces that it is advisable to leave between the

weighted members so as to facilitate them clearing

themselves and preventing them becoming inoperative

through the wedging of rocks, dirt, etc."

The Henderson patent states that the device is "suitable

for working * * * tillable land" [Tr. 509, lines 120-

122].
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The drawing facing page 4 of this brief faithfully

follows the proportions shown in the Henderson patent

and illustrates the so-called self-cleaning action. Es-

sentially the same drawing was used during final argu-

ment before the District Court. The right-hand view on

this drawing shows how clearance spaces are present

when one of the rollers moves to the limit of its move-

ment in one direction and the adjacent rollers move to

their limit in the opposite direction. This is the feature

that the Schmeiser patent claims to produce the self-

cleaning action. This action is not only inherent in the

design shown in the drawings of Henderson but is de-

scribed by Henderson as pointed out above.

The impartial expert witness, Mr. George Douglas

Jones, a man of wide experience in design, construction

and operation of agricultural tools, a "Fellow" in the

American Society of Agricultural Engineers, and a man

skilled in analysis of patents, testified regarding this Hen-

derson patent as follows [Tr. 316] :

"Q. I call your attention to the title of the patent,

which is 'Road-Roller.' Do you believe this tool

could be used elsewhere than on a road? A. Yes,

it could be worked on any soil of uneven contour.

Q. I call your attention to page 2 of the patent,

the second column, line 123, and ask you what it says

at that point. A. On line 120: 'Also it will be

found suitable for working the surface on levees,

embankments, and tillable land, and I wish to be

understood as claiming it for all such purposes.'

Q. In your opinion, and based on your experi-

ence and training, Mr. Jones, does this Henderson

patent have a free-play feature in which the rollers

or rings may move up and down relative to the shaft ?

A. They do, and they are so shown in Fig. 3.



Q. In your opinion, would this relative up-and-

down movement of the adjacent rollers be of assist-

ance in cleaning? A. I would think so, yes."

Mr. Jones also testified
|
Tr. 320]

:

"Q. Mr. Jones, these rollers have a large open-

ing in them, do they? A. Centrally do, yes.

Q. And it is quite a bit larger than the shaft?

A. Quite a bit larger.

Q. Would you explain, if you can, how any clean-

ing action occurs in that device? A. Well, if we
take the central d member, and it is raised so that

the bottom portion of the aperture is adjacent to the

shaft b, and the d^ member is dropped down to an

abutment with the shaft b, then the space which is

not marked but, on Fig. 5, is shown as the space f,

will clear each other in order that the soil may pass

out and around the openings f

.

Q. Is it a fair statement to say that two adjacent

rings or rollers, one of which moves to the top of

its possible travel and the adjacent one moves to the

bottom of its possible travel, will cause a lateral

opening to occur from the space f, which would per-

mit dirt to escape? A. That is correct."

On page 12 of Appellants' Brief an attempt is made to

distinguish the self-cleaning action of Henderson from

the self-cleaning action of the Schmeiser patent in suit.

It is apparent from the drawing facing page 4 of this

Brief that the same lateral discharge of earth occurs in

Henderson as in the disclosure of the Schmeiser patent in

suit. It is not necessary in order to anticipate the claims

of the Schmeiser patent that the central bore of one ring

ever drop below the rim of the other. Accordingly, Find-

ing of Fact No. 10 is adequately supported by the evi-

dence showing that the Henderson patent anticipates the

Schmeiser patent in suit.
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1(b) The Schmeiser Patent in Suit No. 2,538,167 Fails to De-

fine Invention Over the Henderson Patent Taken To-

gether With the Prior Schmeiser Patent No. 2,288,110.

The earlier Schmeiser Patent No. 2,288,110 [Tr. 474-

478] was granted June 30, 1942, more than a year before

May 8, 1944, the effective filing date of the Schmeiser

patent in suit. It, therefore, is a part of a prior art so

far as the patent in suit is concerned. This early Schmei-

ser Patent No. 2,288,110 discloses everything claimed in

the Schmeiser patent in suit with the exception of the

radial clearance between the rings 23 and the central pipe

17 [Tr. 475]. In other words, the only difference is

that the patent in suit shows a central pipe which is

smaller relative to the toothed rings which encircle it.

This is established by comparison of the patent docu-

ments and emphasized by the testimony of the expert

witness, Jones. Jones testified as follows concerning this

Henderson patent [Tr. 320-322] :

"Q. I hand you Plaintiffs' Exhibit 22, which is

the Schmeiser patent No. 2,288,110, granted June

30, 1942, and I direct your attention to Fig. 4.

Mr. Jones, I ask if you find in that drawing a

showing of an earth working roller? A. Yes, I do.

Q. Is it mounted in a frame adapted for draft

by a tractor? A. It is.

Q. Does the frame comprise a transversely ex-

tending draft cylinder mounted on the frame? A.

It does.

Q. And a transverse row of earth working rings

surrounding the draft cylinder in relatively rotatable

relation? A. There is.

Q. The rings being hubless? A. That is right.

Q. And each comprising a band-like rim? Do
you find that? A. I find that.
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Q. Does the rim have a substantially greater in-

ternal diameter than the outside diameter of the

draft cylinder? A. Slightly, yes.

Q. Does it have a substantially greater internal

diameter? A. Than the outside of the cylinder?

Q. Yes. A. Practically the same. It apparently

fits.

The Court: Well, would your answer be 'no'?

The Witness: No.

The Court: Are you saying 'no' to me or is that

your answer?

The Witness: Well, your Honor, it would have

to slide over the drum, so that technically it would

have to have a little bit of free play.

The Court: And that is all it has?

The Witness: That is all.

Q. (By Mr. Young) : Continuing, does it have

a plurality of circumferentially spaced, outwardly pro-

jecting teeth on the rim? A. It does.

Q. Does each ring comprise an internally flat

band-like rim of substantially greater width than

thickness? A. It does.

Q. Said row of rings being arranged on the

draft cylinder for limited loose play endwise between

the rims ? A. It does.

Q. And the teeth being of lesser width than the

corresponding rim and centered thereon by its ends?

A. It has.

Q. Mr. Jones, as I understand your testimony,

each of the elements I read to you, with the excep-

tion of the one which says that there is substantially

greater internal diameter of the ring than the out-

side diameter of the pipe,—with the exception of that

portion, each of the other requirements I read to
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you is found in that drawing, is that right? A.

Each of the other elements are there.

Q. I beHeve you said that the rings had limited

use play endwise. On what do you base that state-

ment? A. On the statement in the specification."

The evidence clearly shows therefore that the early

Schmeiser Patent No. 2,288,110 shows everything claimed

in the patent in suit with the exception of the looseness

of the rings on the central pipe and this latter feature

is clearly shown by the Henderson Patent No. 1,190,257.

The statement quoted in Appellants' Brief at the top

of page 14 from Ottiimzva Boxcar Loader Co. v. Christy

Boxcar Loader Co., 215 Fed. 362, 369 (C A. 8, 1914),

is not a correct statement of the law of this Circuit. As

stated in Magarian v. Detroit Products Co., 128 F. 2d

544 (C. A. 9), decided June 2, 1942 (rehear, den.) :

"The combining of old elements does not rise to

the dignity of invention unless a new result is pro-

duced or unless an old function is performed in a

new way. Bailey v. Sears, Roebuck & Co., 9 Cir.,

115 F. 2d 904, 906. To render invalid the claim of

a combination patent it is not necessary that all the

elements of the combination be found in a single prior

patent. Tf they are all found in different prior

patents and no new functional relationship arises

from the combination, the claim cannot be sustained.'

Eagle v. P. & C. Hand Forged Tool Co., 9 Cir., 74

F. 2d 918, 920; Mettler v. Peabody Engineering

Corporation, 9 Cir., 77 F. 2d 56, 57. Appellant's

device involved no more than mechanical adaptation

of old parts."

Accordingly, Finding of Fact No. 11 is fully supported

by the evidence showing that the Schmeiser patent in suit

fails to define invention over the Henderson patent taken

together with the prior Schmeiser patent.
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POINT II.

The Evidence Supports Finding of Fact No. 8 That

a Machine Embodying the Claimed Invention Was
Sold to Vernon C. Britton of Firebaugh, Cali-

fornia, Before the Critical Date of May 8, 1943.

The testimony of Vernon C. Britton as set forth on

pages 417-430 of the Transcript estabHshes the fact that

he bought a device embodying the claimed invention of

the Schmeiser patent in suit before the critical date of

May 8, 1943. His check in payment for the machine

[Tr. 534] was dated April 29, 1943, and the Schmeiser

invoice [Tr. 533] was dated May 1, 1943. The invoice

carried the note "Paid by Check—Thank you." Both the

check and the invoice are dated in advance of the critical

date and Britton testified that he received the machine in

"a few days" [Tr. 428]. The copy of the invoice was

produced from the files of the Schmeiser Company [Tr.

422, 423] and there is no evidence that the original was

ever received by Mr. Britton. Undoubtedly the invoice

was dated on the same day as shipment of the machine,

in accordance with usual business practice. Plaintiffs'

witness, Archie C. West, on cross-examination, testified

as follows [Tr. 377-378]

:

"Q. Mr. West, do you know if it is the present

policy of the Schmeiser Company to send out in-

voices before the machine is shipped? A. No, sir,

it is not.

Q. Has it ever been their policy, since you have

been there? A. No, sir.

Q. Have you any reason to believe the policy was

ever any different? A. Not that I know of, sir."

It is clear that the trial court was justified in finding

from the testimony of Mr. Britton and from the check and
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invoice relating to the machine that a sale had been com-

pleted prior to the critical date of May 8, 1943.

Appellants' Brief, on pages 24-29, inclusive, discusses

seven cases relating to the standard of proof required for

the defense of prior public use or prior public sale. These

cases will be analyzed in turn.

In McCreery Engineering Co. v. Massachusetts Fan

Co. et al, 195 Fed. 498, 500 (C. A. 1), the opinion states:

"* * * there is nothing sufficient to show that

the invention had ever been reduced to practice prior

to March 5, 1906 two years before the application

date March 5, 1908."

The trial court had held the patent invalid on the basis

that an executory contract for future construction was in-

sufficient to establish that the invention was "on sale"

within the meaning of the statute. On appeal this hold-

ing was reversed. The facts of this case and as quoted

from the opinion above show that there was nothing in

the proofs to indicate that the device had ever been re-

duced to practice prior to the critical date. The facts

were therefore quite different from the facts in the present

action.

It is clear from the italicized quoted portion of the

trial court's decision in Connecticut Paper Products, Inc.

V. New York Paper Company, 39 Fed. Supp. 127 (D. C,

Md.), in Appellants' Brief that the goods were not in

fact on hand prior to the critical date. Similarly, in B. F.

Sturtevant Co. v. Massachusetts Hair & Felt Co., 124 F.

2d 95 (C. A. 1), there was no evidence as to when the

fan was made or delivered. The facts of these cases

are therefore clearly distinguishable from the present situ-

ation.



—12—

Paraffine Companies, Inc. v. McEverlast, Inc., ct al., 84

F. 2d 335 (C. A. 9), involved pipe wrapping machine

patents. The trial court held one patent invalid on depo-

sitions showing prior public use. This was affirmed on

appeal. The Court quoted Justice Cardozo's decision in

Radio Corp. v. Radio Engineering Laboratories, 293 U. S.

1, 7, as follows:

''Sometimes it is said that in a suit for infringe-

ment, when the defense is a prior invention, 'the

burden of proof to make good this defense' is 'upon

the party setting it up' and 'every reasonable doubt

should be resolved against him.' (Citing cases.)

Again it is said that 'the presumption of the validity

of the patent is such that the defense of invention

by another must be established by the clearest proof

—

perhaps beyond reasonable doubt.' (Citation.) The

context suggests that in these and like phrases the

courts were not defining a standard in terms of scien-

tific accuracy or literal precision, but were offering

counsel and suggestion to guide the course of judg-

ment. Through all the verbal variances, however,

there runs this common core of thought and truth,

that one otherwise an infringer who assails the valid-

ity of a patent fair upon its face bears a heavy

burden of persuasion, and fails unless his evidence

has more than a dubious preponderance."

The Court also said:

"What this court has previously said of a defense

of prior public use, based entirely upon depositions,

is applicable here: 'If his story is substantially un-

true, it is willfully false, and constitutes perjury of

the most flagrant type; it cannot be accounted for

upon the theory of trick of memory or innocent mis-

take * * * To reject such testimony taken as a

whole, or to decline to believe it, would, in effect, be
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to nullify the provision of the statute, by exacting an

impossible standard of evidence. The testimony is

not contradicted, is not inherently improbable, and

would, we think, be accepted as satisfactory and con-

vincing, if not wholly conclusive, in any other kind

of case, criminal or civil."

Rown V. Brake Testing Equipment Corp. (C. C. A.

9), 38 F. 2d 220, 224.

Clearly if this standard applies to proof based on depo-

sitions it would not require a more rigid standard for

testimony in open court, backed up by such documentary

evidence as the cancelled check for purchase of the ma-

chine and the seller's invoice therefor.

The case if Mica Insulator Co. v. Union Mica Co., et

al, 137 Fed. 928, 938 (C. C. D. N. J.), was decided in

1905. The patent covered a process for making artificial

mica sheets for electrical insulation. The trial court held

that the testimony of one Taylor "lacks clearness as what

actually was the process practiced by him" and said that

the testimony of one Ross was not clear on whether the

early process was the same as the patented one. The evi-

dence of the prior use failed to convince the trial judge.

No appeal was taken.

In Merrill v. Builders Ornamental Iron Company, 197

F. 2d 16 (C. A. 10), the patent covered an automobile

frame straightening device and was challenged on evi-

dence of prior sale, but there was "uncontroverted testi-

mony" that the sale never took place. On that basis the

appellate court for the Tenth Circuit reversed the trial

court's finding of prior sale.

In United Shoe Machinery Corporation v. Brooklyn

Wood Heel Corporation, 77 F. 2d 263 (C. A. 2), the
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patent related to a machine for makin.q- wooden heels for

women's shoes. The appellate court held "the only issue is

as to the priority of invention between Sawyer, the pat-

entee of the patent in suit, and Pope and Mann, the joint

patentees of the patents under which the defendant manu-

factures." The trial court held that Sawyer was first,

but this was reversed on appeal on the basis that the

testimony established that Pope and Mann were the first

inventors. The facts and language of this case and of

the cases listed in the quoted portions of the opinion

apply only to the question: "Who is the first inventor?"

The "hang a man" reference on page 29 of Appellants'

Brief is therefore not in point.

The foregoing analysis of the case law makes it plain

that in none of the above cases relied on by Appellants

was a decision of a lower court holding a patent invalid

for prior use or sale reversed on appeal, where there was

evidence supporting the trial court's finding. It is sub-

mitted that the decision of this court in Whitcman v.

Mathews, F. 2d (decided November 9, 1954),

is on all fours with the present case. The lower court

upheld the defense of prior use and this was sustained on

appeal. At page 7 of the U. S. P. Q. advance sheets,

Judge Walsh speaking for the Court said:

"If the evidence as to prior public use is such that

it would be accepted as satisfactory and convincing in

any other kind of case, criminal or civil, then the

degree of proof fixed by law to establish such use

is attained."

Radio Corp. v. Radio Engineering Laboratories,

293 U. S. 1, 7, 55 S. Ct. 928, 931, 79 L. Ed. 163;

Paraffine Companies, Inc. v. McEverlast Inc. (9

Cir.), 84 F. 2d 335, 339, 341;
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Rown V. Brake Testing Equipment Corp. (9 Cir.),

38 F. 2d 220, 224;

International Carbonic Engineering Co. v. Natural

Carbonic Products, Inc. (D C, Cal.), 57 Fed.

Supp. 248, 258, aff'd 158 F. 2d 285;

Becker v. Electric Service Supplies Co. (7 Cir.),

98 F. 2d 366.

In Webb V. Frisch, 111 F. 2d 887, 888 (C. C. A. 7,

1940), the trial court gave credence to prior use testi-

mony but this was challenged on appeal as "not sufficient

legally to establish the defense of prior use. This pre-

sents the sole question on appeal."

The appellate court affirmed the trial court's decision

and said:

"Rule 52(a) of the Federal Rules of Civil Pro-

cedure, 28 U. S. C. A. following section 723c, pro-

vides that 'Findings of fact shall not be set aside

unless clearly erroneous, and due regard shall be

given to the opportunity of the trial court to judge

of the credibility of the witnesses.' We do not un-

derstand that the foregoing rule has enlarged the

discretion of this Court in passing upon the probative

force of evidence. Our function is to review the

finding of the lower court and not to pass upon the

evidence do novo. We cannot say that a finding of

the fact of prior use is 'clearly erroneous' merely be-

cause we might have entertained some doubt about

the quantum of evidence. We must attach to the

testimony of witnesses the full weight and quality

of credibility which the trial court gave it."

As this Court pointed out in Refrigeration Engineering

V. York Corp., 168 F. 2d 896 (cert, den., 335 U. S. 859),

the findings of fact should not be disturbed unless clearly

erroneous.
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The trial judge in the present case saw and heard the

witnesses Britton, Rodriguez and Wyckofif as they gave

their testimony in open court, and he had before him the

invoice and check in payment for the machine both dated

prior to the critical date. Therefore it cannot be said

that his Finding of Fact No. 8 is "clearly erroneous."

On pages 29-33, inclusive, of Appellants' Brief an at-

tempt is made to show that the machine as purchased by

Vernon C. Britton might not correspond to the claims

of the patent in suit. Appellants' counsel argues that the

device was a complicated machine and that a number of

changes were made before the photographs were taken

[Tr. 529-532]. These photographs were identified by

witnesses, Britton, Wyckoff and Rodriguez [Tr. 417,

431, 436]. The machine was not complicated. It was

extremely simple. The portion pertinent to this action

included only a central pipe drawn by a frame, and loose

rings encircling the pipe. Britton, Wyckoff and Rod-

riguez testified that the device had loose rings at the

time it was first delivered ot the Britton ranch [Tr. 421,

432, 437]. The looseness of the rings is the sole point on

issue here. The device could not have avoided the terms

of the Schmeiser patent in suit if the rings were loose

as testified by these witnesses, and as shown by the

photographs.
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POINT III.

The Evidence Supports Finding of Fact No. 7 to the

Effect That a Machine Was Sold to Alvin Chezick

and Changed to Embody the Claimed Invention

Prior to the Critical Date of May 8, 1943.

The standard of proof required for prior public use

and prior public sale defenses is discussed above under

Point 11. Alvin Chezick testified in open court before

the District Judge and told how he purchased a machine

from Mr. Schmeiser in the fall of 1939 or spring of 1940

[Tr. 153]. The apparatus was altered by Mr. Schmeiser

at Mr. Chezick's request within a year of the time of

his receiving the machine. [Tr. 155]. The invoice relat-

ing to the sale of the machine was produced from the

files of the Schmeiser Company and was dated December

8, 1941 [Tr. 497].

On pages 39 and 40 of Appellants' Brief it is argued

that the earhest invoices which clearly designated the ma-

chines as being of the "flexible" type do not appear in

the Schmeiser Company files until August of 1943. How-
ever there is nothing in the record to substantiate the argu-

ment that all flexible type machines were so indicated on

the invoices. It seems apparent that the designation of

"flexible" or "non-flexible" was not made on invoices

prior to August of 1943 but there were eight (8) wit-

nesses who testified at the trial that they saw flexible type

machines made by Schmeiser prior to the critical date of

May 8, 1943. Thus Stanley A. Bevins, Sewer Foreman

for the City of Fresno, testified that he saw a Schmeiser

machine having loose rollers at the Chandler Field Air-

port prior to the date he was inducted into the Navy in

December, 1942 [Tr. 179-184]. The witnesses, Britton,

Wyckoff and Rodriguez testified as to the construction of

the Britton machine as pointed out above. Mr. Chezick
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testified at length as to the circumstances surrounding his

purchase of the Schmeiser roller. The witness Richard

L. Gibbs who worked in a company situated across the

alley from the Schmeiser Company testified that he saw

loose ring rollers being assembled at the Schmeiser plant

before he left to take an Airforce job in 1942 [Tr. 97,

105]. The witness Adam Pretzer testified that he drove

a "caterpillar" road scraper device for the City of Fresno

at the Chandler Field Airport and that this device em-

bodied a Schmeiser pulversizer having loosely mounted

rings [Tr. 188-191].

The Defendant, Mr. Thomas, testified that he worked

for Mr. Schmeiser at a location across the alley from Mr.

Gibbs' place of employment [Tr. 223], and that while in

the employ of Mr. Schmeiser and prior to the critical

date, he built a pulverizer device having a central pipe

encircled by loose rings [Tr. 238, 239]. From the testi-

mony of these eight witnesses supported by documentary

evidence it is clear that the Schmeiser Company built and

sold devices embodying the subject matter claimed in the

patent more than one year prior to the effective filing date

and therefore failed to meet the requirements of the law

as contained in R. S., Section 4886; 35 U. S. C. A., Sec-

tion 31.

Conclusion.

The judgment of the District Court should be af-

firmed.

Respectfully submitted,

Lyon & Lyon,

Lewis E. Lyon,

John B. Young,

Attorneys for Appellee.



APPENDIX.

R. S., Section 4886; 35 U. S. C. A, Section 31

:

"Any person who has invented or discovered any new

and useful art, machine, manufacture, or composition of

matter, or any new and useful improvements thereof, or

who has invented or discovered and asexually reproduced

any distinct and new variety of plant, other than a tuber-

propagated plant, not known or used by others in this

country, before his invention or discovery thereof, and

not patented or described in any printed publication in

this or any foreign country, before his invention or dis-

covery thereof, or more than one year prior to his appli-

cation, and not in public use or on sale in this country

for more than one year prior to his application, unless

the same is proved to have been abandoned, may, upon

payment of the fees required by law, and other due pro-

ceeding had, obtain a patent therefor." (Emphasis added.)




